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REMARKS 

I. Status of Claims 

Claims 1-3 and 5-21 are pending in this application. Claims 1 and 3 are independent. 

Claims 1-3, 5-9 and 14 stand rejected under 35 U.S.C. § 103(a) as being unpatentable 
over U.S. Patent Publication No. 2003/0017810 to Janninck et al. in view of U.S. Patent No. 
6,850,784 to SanGiovanni and U.S. Patent No. 5,485,517 to Gray. Claim 10 stands rejected 
under 35 U.S.C. § 103(a) as being unpatentable over the Janninck publication, the SanGiovanni 
patent, the Gray patent, and U.S. Patent No. 6,487,396 to Sassi. Claims 11-13 and 15-16 stand 
rejected under 35 U.S.C. § 103(a) as being unpatentable over the Janninck publication, the 
SanGiovanni patent, the Gray patent, and U.S. Patent Publication No. 2001/0004269 to Shibata 
et al. Claims 17-18 stand rejected under 35 U.S.C. § 103(a) as being unpatentable over the 
Janninck publication, the SanGiovanni patent, the Gray patent, and PCT AppUcation No. WO- 
0145283 to Kim. Claim 19 stands rejected under 35 U.S.C. § 103(a) as being unpatentable over 
the Janninck publication, the SanGiovanni patent, the Gray patent, and U.S. Patent No. 
6,535,605 to Ghassabian. Claim 20 stands rejected under 35 U.S.C. § 103(a) as being 
unpatentable over the Janninck publication, the SanGiovanni patent, the Gray patent, and U.S. 
Patent No. 6,766,952 to Luu. Claim 21 stands rejected under 35 U.S.C. § 103(a) as being 
unpatentable over the Janninck publication, the SanGiovanni patent, the Gray patent, and U.S. 
Patent No. 6,726,106 to Han et al. 

IL Rejection of Claims 1-3 and 5-21 under 35 U.S.C, § 103(a) 

Applicants respectfully request reconsideration of the rejection of claims 1-3 and 5-21. 
With respect to these rejections, all of these rejections rely upon the combination of the Janninck 
et al. publication with the SanGiovanni and Gray patents. Applicants assert that this proposed 
combination of references is improper because the Janninck et al. publication specifically teaches 
away from a combination with the Gray patent. 

All of the pending claims require a "cylindrical stationary housing being narrower in 
width than the first end of the housing." The Examiner recognizes that this limitation is neither 
disclosed or suggested by either the Janninck et al. publication or the SanGiovanni patent. The 
Examiner asserts, however, that the Gray patent discloses a narrower housing, and that it would 
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have been obvious to one of ordinary skill in the art to combine the teachings of the Gray patent 
with the Janninck et al. publication. 

In the first place, the Examiner has failed to establish a prima facie case of obviousness 
because the Examiner has not provided any motivation for combining the teachings of the Gray 
patent with the Jarminck et al. publication. The Office Action fails to allege or cite any reasons 
why one skilled in the art would combine the teachings of the Gray patent with the Jarminck et 
al. publication. Accordingly, the Examiner has not established a prima facie case of 
obviousness, and the rejection should be withdrawn for at least this reason. 

Furthermore, the Jarminck et al. patent actively teaches away from the Examiner's 
proposed combination. In its description of the background art, the Jarminck et al. publication 
specifically discusses a rotatable phone (such as the phone disclosed by the Gray patent). The 
Janninck et al. patent criticizes this type of phone, explaining that "[u]nfortunately, if the display 
is considered to be right side up when the device is opened, the display is upside down when the 
device is closed due to the rotation of its corresponding section." See Jarminck et al. publication, 
Tl 4. Accordingly, the Jarminck et al. publication is directed towards the problem of providing a 
conveniently viewable display in both opened and closed positions of the device. See Jarminck 
et al. publication, K 5. 

To accomplish its goal, the Jarminck et al. publication discloses a device with a large 
display, and the device has a hinge formed around the periphery of the display. As seen in Fig. 3 
of the Jarminck et al. patent, the hinge is circular and open in the center to allow convenient 
viewing of the display, both in the opened and closed position. In fact, the large, circular, hinge 
appears to be what the Jarminck et al. inventors consider to be their invention, and is the 
fundamental, defining feature of the Jarminck et al. device. 

The Examiner, however, proposes discarding the large, circular hinge of the Jarminck et 
al. publication, and replacing it with a different hinge as taught by the Gray patent. One skilled 
in the art would not do this for two reasons. First, it completely disregards the teachings of the 
Jarminck et al. patent, and changes the fundamental principles of how the Jarminck et al. device 
works. That is, the whole point of the Janninck et al. disclosure is the teaching of the large, 
circular, peripheral hinge. Removing that hinge destroys the fundamental characteristic of the 
Jarminck et al. device. "If the proposed modification or combination of the prior art would 
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change the principle of operation of the prior art invention being modified, then the teachings of 
the references are not sufficient to render the claims prima facie obvious.'* M.P.E.P. § 2143.01 
(citing In re Ratti, 270 F.2d 810, 123 U.S.P.Q. 349 (C.C.P.A. 1959)). Accordingly, one skilled 
in the art would not remove the defining characteristic of the device of the Janninck et al. 
publication, and the rejection is improper. 

Second, the Janninck et al. publication specifically criticizes the hinge device of the Gray 
patent. The Janninck et al. publication explains that devices such as that disclosed by the Gray 
patent have the drawback that "if the display is considered to be right side up when the device is 
opened, the display is upside down when the device is closed due to the rotation of its 
corresponding section," Given its criticism of Gray patent type devices, the Janninck et al. 
publication specifically teaches away from the proposed combination of references, and one 
skilled in the art would not make the proposed combination. 

In sum, there is no motivation to combine the Jaiminck et al. publication with the Gray 
patent. Since each of the claim rejections ultimately relies on this combination. Applicants 
respectfully request reconsideration and withdrawal of the rejections. 

III. CoDclttsion 

In view of the above, it is believed that the above-identified application is in condition for 
allowance, and notice to that effect is respectfully requested. Should the Examiner have any 
questions, the Examiner is encouraged to contact the undersigned at the telephone number 
indicated below. 



Roylance, Abrams, Berdo & Goodman, L.L.P. 
1300 19^ Street, N.W., Suite 600 
Washington, D.C. 20036-2680 
Main: (202) 659-9076 
Direct: (202)530-7372 



Respectfully submitted, 



Date: March 9, 2006 




Michael E. Stimson 
Reg. No. 41,333 
Attomey for Applicant 
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